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Office Action Summary 



Application No. 

09/612,522 


Applicant(s) / 

SUZUKI, KAZUHIKO ( 


Examiner 

Michael B. Holmes 


Art Unit 

2121 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE [31 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 09 September 2003 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-156 is/are pending in the application. 

4a) Of the above claim(s) 1-33 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 34-156 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner, 

10) ^ The drawing(s) filed on 09 September 2003 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: a)n approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)KlAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/612,522 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is. made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) D Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Infomnation Disclosure Statennent(s) (PTO-1449) Paper No(s) . 



4) O Interview Summary (PTO-413) Paper No(s). 

5) n Notice of Infomial Patent Application (PTO-1 52) 

6) 0 Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No, 1 1 
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United States Patent and Trademark Office 

P.O. Box 1450. Alexandria, Virginia 22313-1450-WWW.USPTO.GOV 

Examiner's Detailed Office Action 

1 . This action is responsive to application 09612,522, filed July 06, 2000. 

2. Claims 1-33 have been canceled. 

3. Claims 34-156 have been added and examined. 

Information Disclosure Statement 

4. Examiner acknowledges applicant's submission of prior art and information disclosure. 
Nevertheless, applicant is respectfully remind of the ongoing Duty to disclose 37 C.F.R. 1.56 
all pertinent information and material pertaining to the patentability of applicant's claimed in- 
vention, by continuing to submitting in a timely manner PTO-1449, Information Disclosure 
Statement (IDS) with the filing of applicant's of application or thereafter. 



5. 



Drawings 

The formal drawings corrections have been accepted by the examiner. 
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Specification 

6. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is required in correcting any errors 
of which applicant may become aware in the specification. Appropriate correction is required. 



Claim Interpretation 

7. Office personnel are to give claims their "broadest reasonable interpretation" in light 
of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 
(Fed. Cir. 1997). Limitations appearing in the specification but not recited in the claim are not 
read into the claim. In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-551(CCPA 
1969). See *also In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 1322(Fed. Cir. 1989) 
("During patent examination the pending claims must be interpreted as broadly as their terms 
reasonably allow. . . . The reason is simply that during patent prosecution when claims can be 
amended, ambiguities should be recognized, scope and breadth of language explored, and clari- 
fication imposed. . . . An essential purpose of patent examination is to fashion claims that are 
precise, clear, correct, and unambiguous. Only in this way can uncertainties of claim scope be 
removed, as much as possible, during the administrative process.")- see MPEP § 2106 
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Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. The invention as disclosed in claims 34-139 is directed to non-statutory subject matter 

i.e., claims 34-139 are not claimed to be practiced on a computer. It is clear that these claims are 

in the technological arts. On that basis alone, those claims are clearly non-statutory. However, 

regardless of whether the claims are in the technological arts, they are limited to practical 

applications in the technological arts. Examiner finds that In re Warmerdam, 33 F.3d 1354, 31 

USPQ2d 1754 (Fed. Cir. 1994) controls the 35 USC § 101 issues on that point for reasons made 

clear by the Federal Circuit in AT&T Corp, v. Excel Communications, Inc., 50 USPQ2d 1447 

(Fed. Cir. 1999). Specifically, the Federal Circuit held that the act of: 

"taking several abstract ideas and manipulating them together 
adds nothing to the basic equation." AT&T v. Excel at 1453 
quoting/// re Warmerdam, 33 F.3d 1354, 1360 (Fed. Cir. 1994). 

Examiner contends that Applicant's "thought system" is just an idea, in the abstract. 

Examiner bases his position upon guidance provided by the Federal Circuit in In re 

Warmer dam, as interpreted by AT&T v. Excel This set of precedents is within the same line of 

cases as the Alappat-State Street Bank decisions and is in complete agreement with those 

decisions. Warmerdam is consistent with State Street's holding that: 

"Today we hold that constitutes a practical application of a mathematical algorithm, 
formula, or the transformation of data, representing discrete dollar amounts by a machine 
through a series of mathematical calculations into a final share price, calculation because it 
produces a useful, concrete and tangible result" ~ a final share price momentarily fixed, for 
recording put-poses and even accepted and relied upon by regulatory authorities and in 
subsequent trades. " (emphasis added) State Street Bank at 1 60 1 . 
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10. Furthermore, the invention as disclosed in claims 34-159 is directed to non-statutory 
subject matter i.e., the claimed invention as a whole must accomplish a practical application and 
it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02. The purpose of this requirement is to limit patent protection to inventions 
that possess a certain level of "real v^orld" value, as opposed to subject matter that represents 
nothing more than an idea or concept, or is simply a starting point for future investigation or 
research (Brenner v, Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, 
F.2d 1 197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 

11. A complete disclosure should contain some indication of the practical application for the 
claimed invention, i.e., why the applicant believes the claimed invention is useful. Apart from 
the utility requirement of 35 U.S.C. 101, usefulness under the patent eligibility standard requires 
significant functionality to be present to satisfy the useful result aspect of the practical applica- 
tion requirement. See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036. Merely claiming non- 
functional descriptive material stored in a computer-readable medium does not make the inven- 
tion eligible for patenting. For example, a claim directed to a word processing file stored on a 
disk may satisfy the utility requirement of 35 U.S.C. 101 since the information stored may have 
some "real world" value. However, the mere fact that the claim may satisfy the utility require- 
ment of 35 U.S.C. 101 does not mean that a useful result is achieved under the practical applica- 
tion requirement. The claimed invention as a whole must produce a "useful, concrete and tangi- 
ble" result to have a practical application. 

12. Therefore, claims 34-156 are rejected under 35 USC § 101. 
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Claim Rejections - 35 USC § 1 12 

13. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

14. Claims 34-156 are rejected under 35 U.S.C. 1 12, first paragraph. Specifically, if the 
application fails as a matter of fact to satisfy 35 U.S.C. § 101, then the application also tails as 
a matter of law to enable one of ordinary skill in the art to use the invention under 35 U.S.C. 

§ 1 12."); In re Kirk, 376 F.2d 936, 942, 153 USPQ 48, 53 (CCPA 1967) MPEP 2107.01 (IV) 

Claim Rejections - 35 USC § 1 12 

15. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

16. Claims 34-156 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant re- 
gards as the invention. Specifically, the claims employed the language "... obtaining a plurality 
of items perceived by said subject; ..." What does this mean? Does this imply that the items 
perceived are a resuh of conscious as well as subconscious perception? Moreover, how does an 
inanimate computer obtain animate items perceived fi:'om a subject? These are jus a few of the 
questions that have come to mind. Basically, the claim language leaves a lot of to be desired. In 
other words, it is vague and in definite. 
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Correspondence Information 



17. Any inquiries concerning this communication or earlier communications from the 
examiner should be directed to Michael B. Holmes who may be reached via telephone at 
(703) 308-6280. The examiner can normally be reached Monday through Friday between 
8:00 a.m. and 5:00 p.m. eastern standard time. 

If you need to send the Examiner, a facsimile transmission regarding After Final 
issues, please send it to (703) 746-7238. If you need to send an Official facsimile trans- 
mission, please send it to (703) 746-7239. If you would like to send a Non-Official (draft) 
facsimile transmission the fax is (703) 746-7240. If attempts to reach the examiner by tele- 
phone are unsuccessfiil, the Examiner's Supervisor, Anil Khatri, may be reached at (703) 
305-0282. 

Any response to this office action should be mailed too: 

Director of Patents and Trademarks Washington, D.C. 20231. Hand-delivered 
responses should be delivered to the Receptionist, located on the fourth floor of 
Crystal Park II, 2121 Crystal Drive Arlington, Virginia. 



Michael B. Holmes 

Patent Examiner 
Artificial Intelligence 
Art Unit 2121 
United States Department of Commerce 
Patent & Trademark Office 




